This Page Is Inserted by IFW Operations 
and is not a part of the Official Record 

BEST AVAILABLE IMAGES 



Defective images within this, document are accurate representations of 
the original documents submitted by the applicant 

Defects in the images may include (but are not limited to): 



• BLACK BORDERS . 

• TEXT CUT OFF AT TOP, BOTTOM OR SIDES 

• FADED TEXT 

• . ILLEGIBLE TEXT 

• SKEWED/SLANTED IMAGES 
. COLORED PHOTOS 

• BLACK OR VERY BLACK AND WHITE DARK PHOTOS 
. GRAY SCALE DOCUMENTS 



IMAGES ARE BEST AVAILABLE COPY. 

As rescanning documents will not correct images, 
please do not report the images to the 
Image Problem Mailbox. 



REMARKS 



Claims 1-22 were examined. Claims 1 and 5 are amended. Claims 1-22 remain in the 
application. 

Claims 1-4 and 7-8 are rejected under 35 U.S.C. §102(e) and/or §103(a). Claims 5 and 6 
are objected to as dependent on a rejected base claim. Claims 9-22 are allowed. Applicant 
respectfully requests reconsideration of the rejected and objected to claims in view of the above 
amendments and the following remarks. 

A. 35 U.S.C. §102(eY- Rejection of Claims 1 & 4 

The Patent Office rejects claims 1 and 4 under 35 U.S.C. § 102(e) as anticipated by U.S. 
Patent No. 6,260,621 issued to Furman et al. (Furman). According to the Patent Office, Furman 
teaches adding an effective amount of a recovery composition comprising a fatty acid alkyl ester 
(col. 5, line 35), a surfactant (col. 6, line 30), and an acid (col. 6, line 57) to an oil reservoir; and 
removing oil. Applicant notes that the acid described by Furman is an amino acid, "such as 
choline and choline hydroxide" that provides nontoxic alternatives to monoethanolamine and acts 
as metal chelators. See col. 7, lines 6-8. Amino acids are characterized as amphoteric meaning 
they have the capacity of behaving either as an acid or base. See "The Condensed Chemical 
Dictionary," Eight Edition, 1971, at 57 (attached as Appendix A herewith). 

Independent claim 1 describes a recovery composition including a non-amphoteric acid. 
The application describes such acid at page 14, paragraph 55: 

Suitable acids for the recovery composition may comprise weak 
acids that do not completely disassociate in water, strong acids that 
essentially completely dissociate in water, or both a weak acid and 
a strong acid. Weak acids that are contemplated include an organic 
acid, carboxylic acid, acetic acid, vinegar comprising about 5% 
acetic acid in water, formic acid, citric acid, lemon juice, butyric 
acid, benzoic acid, carbonic acid. Preferably the acid comprises 
acetic acid in the form of vinegar. Strong acids that are 
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contemplated include an inorganic acid, a mineral acid, sulfuric acid, 
hydrochloric acid, nitric acid, perchloric acid, and others. 

For the above stated reasons, claim 1 is not anticipated by Furman . Applicant 
respectfully requests the Patent Office withdraw the rejection of claim 1 under 35 U.S.C. 
§ 102(e). Claims 2-4 depend from claim 1 and therefore contain all the limitations of that claim. 
For at least the reasons stated with respect to claim 1, claims 2-4 are not anticipated or rendered 
obvious (35 U.S.C. § 103(a)). 

B. 35 U.S.C. §103^: Rejection of Claims L 7 & 8 

The Patent Office rejects claims 1, 7 and 8 under 35 U.S.C. § 103(a) as obvious over U.S. 
Patent No. 3,439,743 issued to Wyllie ( Wyllie) in view of Furman . According to the Patent 
Office, Wyllie teaches a process including adding a hydrocarbon solvent to an oil reservoir. 
According to the Patent Office, it would have been obvious to modify the Wyllie process to use 
the recovery composition of Furman . 

Independent claim 1 is prima facie not obvious over the cited references because the cited 
references do not describe adding a recovery composition including a fatty acid alkyl ester, at 
least one of a surfactant and a colloid, and a non-amphoteric acid to an oil reservoir and removing 
oil from the oil reservoir. As noted above, Furman does not describe a recovery composition as 
claimed. Wyllie as submitted by the Patent Office does not describe such composition. Further, 
there is no motivation from the cited references for such a composition. 

For the above stated reasons, claim is not obvious over the cited references. Claims 7 and 
8 depend from claim 1 and therefore contain all the limitations of that claim. For at least the 
reasons stated with respect to claim 1, claims 7 and 8 are not obvious over the cited references. 
Applicant respectfully requests that the Patent Office withdraw the rejection to claims 1, 7 and 8 
under 35 U.S.C. §103(a). 



10/028,005 



7 



WTB/ndc 



C. Objection to Claims 5 & 6 

The Patent Office objects to claims 5 and 6 as being dependent upon a rejected base claim. 
Applicant amends claim 5 to include all the limitations of originally filed claim 1. Applicant 
respectfully requests the Patent Office withdraw the objection to claims 5 and 6. 

CONCLUSION 

In view of the foregoing, it is believed that all claims now pending patentably define the 
subject invention over the prior art of record and are in condition for allowance and such action is 
earnestly solicited at the earliest possible date. 

Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN, LLP 



Dated: 




William Thomas Babbitt, Reg. No. 39,591 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, California 90025 
(310) 207-3800 
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